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DETAILED ACTION 
Acknowledgments 

1. This office action is in response to the reply filed on 12/20/2006. 

Election/Restrictions 

2. Claims 1 8, 22, and 23 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 12/20/2006. 

3. Applicant's election with traverse of claims 1-17 and 19-21 in the reply filed on 
12/20/2006 is acknowledged. The traversal is on the ground(s) that claims 1-23 have 
already been subject to a search and consideration and there is no serious burden on 
the examiner in concluding the prosecution of claims 1-23. This is not found persuasive 
because the current Examiner is examining this case for the first time, having taken the 
case over from the previous Examiner who has left the office, and because Inventions I 
and II are independent and distinct inventions and there would be a serious burden on 
the examiner if the restriction was not required because they require different fields of 
search (see Restriction Requirement mailed 11/21/2006). 

4. Thus, the restriction requirement is maintained. 

5. Claims 1-17 and 19-21 are pending for examination. 

The requirement is still deemed proper and is therefore made FINAL. 
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Information Disclosure Statement 

6. The information disclosure statement (IDS) submitted on 9/18/2006 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claim Objections 

7. Claim 14 is objected to because of the following informalities: Claim 14 recites 
"abut" in line 21 and the Examiner the recitation should read "about". Appropriate 
correction is required. 

Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 1 recites the limitation "the at least one 
release member being positioned axially forward of the at least one attachment 
member" (emphasis added). However, the Applicant has not recited in claim 1 which 
end of body of the syringe is the rearward and forward ends and thus the Examiner 
does not know what is the "axially forward" direction of the attachment member. The 
Examiner suggests structurally reciting which of the syringe body is the 
forward/rearward end to give a frame of reference to determine the axially forward 
direction. For purposes of this examination, the Examiner has assumed that the 
Applicant intended to reference that the at least one attachment member is associated 

i 
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at the rearward end of the body where the syringe attaches to the injector and thus the 
at least one release member is positioned axially forward, or positioned forward towards 
the forward injection end of the body, of the at least one attachment member. The 
appropriate correction is required. 

Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

11. Claims 19 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Neer et al (5279569). Neer et al discloses a syringe (Fig 4) for use with an injector 
comprising a syringe retaining mechanism(Fig 4; col 11, Ins 10-40), the syringe 
comprising: a body (30) comprising a rearward end and a forward end; a plunger (54) 
movably disposed within the body; and at least one attachment member (37, 46; Fig 4) 
associated with the body, the at least one attachment member comprising a flexible ring 
(46; col 7, 59-61) operable to releasably attach the syringe to the injector; wherein 
rotation of the syringe about its axis when attached to the injector causes deformation of 
the flexible ring to enable detachment of the syringe from the injector (46, col 7, Ins 59- 
61 ; col 1 1 , Ins 1 0-40; wherein the Examiner notes that the O-ring (46) is fully capable of 
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performing the function of the intended use language by forming a seal between the 
flange (37) and the jacket (31) securing the syringe in the door (25) and when the 
syringe is rotated and released, the O-ring's seal is released, allowing the O-ring to 
return to its normal shape by releasing the pressure exerted thereon by the flange and 
jacket, thus helping to allow the syringe to be detached from the injector. 

12. Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Bendek et al 
(5921966). Bendek et al discloses a syringe (Fig 1) for use with an injector comprising 
a syringe retaining mechanism (16a, b), the syringe comprising: a body (46, 18) 
comprising a rearward end and a forward end; a plunger (46b) movably disposed within 
the body; and at least one attachment member (18 a, c) associated with the body, the at 
least one attachment member comprising a flexible ring (18 a, c; Fig 5a; col 4, Ins 21- 
24) operable to releasably attach the syringe to the injector. 

13. Claim 13 is rejected under 35 U.S.C. 102(e) as being anticipated by Fago et al 
(6569127). Fago et al discloses an injector (Fig 5-10) for injecting fluid from a syringe 
mounted thereon, the injector comprising: a housing (48); a drive member (13) at least 
partially disposed within the housing and operable to engage a plunger disposed within 
the syringe; and a syringe retaining mechanism (Fig 8-10, col 8, Ins 7-46) associated 
with the housing and being operable to releasably seat the syringe upon axial rearward 
motion of the syringe relative to the syringe retaining mechanism regardless of the 
orientation of syringe about the axis of the syringe (Fig 8-10, col 8, Ins 7-46), the syringe 
retaining mechanism consisting essentially of a flexible ring (90a, b; 92a; col 8, Ins 18- 
24) maintained at a fixed axial position within the syringe retaining mechanism. 
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14. Claims 13 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Trocki et al (6652489). 

The applied reference has a common assignee and inventor with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1.132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

1 5. In reference to claim 1 3, Trocki et al discloses an injector for injecting fluid from a 
syringe mounted thereon (Fig 1), the injector comprising: a housing; a drive member at 
least partially disposed within the housing and operable to engage a plunger disposed 
within "the syringe; and a syringe retaining mechanism (2100; Fig 46a) associated with 
the housing and being operable to releasably seat the syringe upon axial rearward 
motion of the syringe relative to the syringe retaining mechanism regardless of the 
orientation of syringe about the axis of the syringe, the syringe retaining mechanism 
consisting essentially of a flexible ring (2150) maintained at a fixed axial position within 
the syringe retaining mechanism (the Examiner notes that "consisting essentially of has 
been interpreted as a middle ground type statement wherein the claim must be 
interpreted as having only the claimed components and those that do not materially 
affect the basic and novel characteristics of the claimed invention - In the instant case, 
the syringe retaining mechanism is essentially the flexible ring (2150) and the 
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additionally parts, ie the front and back plates (2152, 2154) act simple to hold and 
position the flexible ring in a fixed axial position in the injector and do not materially 
affect the basic or novel characteristics of the claim invention consisting essentially of a 
flexible ring). 

16. In reference to claim 19, Trocki et al disclose a syringe (Fig 18) for use with an 
injector comprising a syringe retaining mechanism (16), the syringe comprising: a body 
(32) comprising a rearward end and a forward end; a plunger (38) movably disposed 
within the body; and at least one attachment member associated with the body (70), the 
at least one attachment member comprising a flexible ring (70, 30; Fig 18-20) operable 
to releasably attach the syringe to the injector. 

Double Patenting 

17. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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18. Claims 1-17, 19-21 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 16-39, 53 of U.S. Patent No. 
6652489. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because the claims in the present application are merely 
broader than the copending parent case. Thus, the invention claimed in the current 
application is merely generic to the species claimed in the parent application and it has 
been held that the generic invention is anticipated by the species. 

19. Claims 1-17, 19-21 of this application conflict with claims 13-21 of Application No. 
1 0/668673. 37 CFR 1 .78(b) provides that when two or more applications filed by the 
same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 
cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

Response to Arguments 

20. Applicant's arguments filed 6/20/2006 with respect to claims 1-23 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew M. Gilbert whose telephone number is (571) 
272-7216. The examiner can normally be reached on 8:30 am to 5:00 pm Monday 
through Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Sirmons can be reached on (571)272-4965. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





